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FINAL REJECTION 
Response to Arguments 

Applicant's arguments filed 7/8/2004 have been fully considered but they are not 
persuasive. 

In response to applicant's submission that Netzer fails to disclose a "message", and 
teaches away from a message by using a known memory location, the examiner respectfully 
disagrees. Applicant states that the memory location evaluation takes place at the window 
boundary and no memory address would be needed to setup a memory access trace file, however 
the teaching of Netzer uses the window boundary only as a starting position for each code 
segment that is "evaluated to determine the unique data to be stored" (Netzer, col. 12, lines 26- 
34). It is this unique data address that is then needed to be provided to the trace file and 
monitored with that system. It is inherent in the operation of the memory access trace file and 
system call trace file that some form of message is transmitted, in the electronic system in which 
they operate, to indicate to the trace files all necessary information regarding the unique 
segments to be monitored. 

In response to the applicant's arguments that a setting up of the trace file is not inherent, 
and lacks technical reasoning, the examiner respectfully disagrees. Netzer discloses a system of 
analyzing code segments and associated memory locations to determine unique information 
segments. Netzer further discloses that these unique locations are monitored by tracing memory 
accesses and system calls (Netzer, col. 12, lines 20-34). It is true that Netzer does not explicitly 
describe a process for initializing the trace files, however it would have been inherent to one 
skilled in the art that some form of electronic message would have been transmitted to provide 
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knowledge of what unique data areas must be monitored. This message would have to include a 
memory address to enable the memory access trace file to monitor the correct unique location, 
the message would also have had to include some reference to the code related to that memory in 
order to indicate the system calls that should be traced in relation to the unique memory location. 
The existence of these trace files and the indicated ability of them to dynamically monitor a 
detected unique memory area make some form of setting up messaging a requirement for 
technical feasibility and implementation. 

In response to the applicant's argument that the examiner's use of interpretation relies 
upon hindsight, the examiner respectfully disagrees. The examiner is merely indicating that 
although the setting up of the trace files does not explicitly teach of including a message the 
necessary steps for setting up the trace files would be functionally equivalent to the broadest, 
reasonable interpretation of the limitation of the request message as set forth in the claim. 

In light of the above response the examiner maintains the rejection of the claims as 
reiterated below. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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Claim 1-4, 5, 8, 9, 13, 16-19, 22, 23, 27, and 30 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Netzer, United States Patent 5,870,607, filed September 11, 1996. 

As per claim 1, Netzer teaches executing an application program in an automation device, 
see column 10, lines 3 1-32, where the device executing the program is interpreted as being an 
automation device for automatically executing the program. Netzer also teaches of selecting at 
least one of a plurality of data addresses to monitor during execution of the application program, 
see column 1 1, lines 7-11, where the essential memory locations, with corresponding data 
addresses, are monitored. Netzer also teaches selecting a code address corresponding to the at 
least one of a plurality of data addresses selected for monitoring, this is shown in column 1 1, 
lines 1-11, where the code corresponding to the monitored data is also selected and analyzed to 
determine the importance of the related data. Netzer teaches of transmitting to the automation 
device, as part of a request message the data addresses selected for monitoring and the 
corresponding code address, this is shown in column 12, lines 20-35, where the request message 
is interpreted to be the means used to setup the trace file of Netzer, and this setup would 
inherently include the memory address and related code to allow for a repeatable trace file of 
memory accesses. Netzer discloses recording the content of the data addresses selected for 
monitoring when the corresponding code address is reached during execution of the application 
program, see column 12, lines 20-25, where the values of the memory locations are buffered in 
storage. Netzer finally teaches of transmitting as part of a result message, the recorded content 
of the data addresses selected for monitoring, see column 12, lines 26-35, where the result 
message includes all data relating to the data address to be monitored. 
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As per claim 2, it is inherent that an application program controls and/or monitors an 
external process, because all application programs in execution influence and control processes 
external to the application program, such as the function of the memory, processor, and any 
peripherals utilized by the application. 

As per claim 3, Netzer teaches the code address comprises an address of the application 
program in proximity to a segment of the application program that influences the content of the 
data addresses selected for monitoring, this is shown in fact that only code that influences the 
content of the monitored data address is referenced, and any reference to a code would include a 
means for addressing that portion of the application which would be included in the tracing of 
memory accesses, see column 11, lines 1-11. 

As per claim 4, Netzer teaches that all memory areas existing in the automation device, 
including registers, can be referenced using the plurality of data addresses, this is shown in 
column 6, lines 13-15 and 38-43, as well as column 9, lines 32-42, where Netzer discloses the 
CPU containing registers, a need to emulate any data flow necessary to recreate a particular state 
of the CPU, and using the memory access trace file to contain all memory accesses that are 
required to fully emulate the system operation, which should include all register memory 
accesses, also see column 23, lines 15-17. 

As per claim 5, Netzer teaches recording the data addresses selected for monitoring when 
the corresponding code address is reached, if a trigger condition is met, where the trigger 
condition is in indicator of which memory accesses, of the monitored memory locations, need to 
be stored, see column 10, lines 22-44. 
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As per claim 8, Netzer teaches that the data addresses selected for monitoring are 
recorded by the automation device, see the buffering of column 12, lines 20-34, and during 
execution of the application program are transmitted to a programming device at predetermined 
events, a predetermined event being a window boundary at which values are saved in a trace file, 
where the programming device can be a separate processor, see column 20, lines 52-55, where 
the state machines responsible for monitoring memory access and storing traces are executed on 
a secondary CPU. 

As per claim 9, Netzer teaches of repeated execution of windows within the application 
program, each window represents a cycle of a cyclically repeating program, and the 
predetermined event is the end of a window cycle, see column 9, line 14 through column 10, line 

53. 

As per claim 13, Netzer teaches recording the data addresses selected for monitoring 
when the corresponding code address is reached, if a trigger condition is met, where the trigger 
condition is in indicator of which memory accesses, of the monitored memory locations, need to 
be stored, see column 10, lines 22-44. 

As per claim 16, Netzer teaches of an automation device which is used to execute a 
program, see column 10, lines 31-32, where the device executing the program is interpreted as 
being an automation device for automatically executing the program. Netzer teaches of sensors 
providing data to the automation device, these sensors taking the form of the monitoring code for 
analyzing memory accesses, see column 10, lines 22-28. Netzer teaches of a programming 
device, in the form of a second CPU used to control some instrumentation, see column 20, lines 
48-57. It is inherent that a communications program that enables the automation device and the 
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programming device to communicate with one another exists. This is inherent because the 
second processor is in communication with the target program of the automation device, this 
mutual contact would require a communications program to exist in some form. Netzer teaches 
of a computer readable medium for each device on which is stored computer programs for 
operating and monitoring the automation system, see column 6, lines 18-21, where the typical 
embodiment of the system has all programs stored in memory, which is a computer readable 
medium. Netzer also teaches of selecting at least one of a plurality of data addresses to monitor 
during execution of the application program, see column 1 1, lines 7-11, where the essential 
memory locations, with corresponding data addresses, are monitored. Netzer also teaches 
selecting a code address corresponding to the at least one of a plurality of data addresses selected 
for monitoring, this is shown in column 11, lines 1-11, where the code corresponding to the 
monitored data is also selected and analyzed to determine the importance of the related data. 
Netzer teaches of transmitting to the automation device, as part of a request message the data 
addresses selected for monitoring and the corresponding code address, this is shown in column 
12, lines 20-35, where the request message is interpreted to be the means used to setup the trace 
file of Netzer and this setup would inherently include the memory address and related code to 
allow for a repeatable trace file of memory accesses. Netzer discloses executing the application 
program in the automation device to control and/or monitor an external process, see column 10, 
lines 31-32, and it s also inherent that an application program controls and/or monitors an 
external process, because all application programs in execution influence and control processes 
external to the application program, such as the function of the memory, processor, and any 
peripherals utilized by the application. Netzer discloses recording the content of the data 
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addresses selected for monitoring when the corresponding code address is reached during 
execution of the application program, see column 12, lines 20-25, where the values of the 
memory locations are buffered in storage. Netzer finally teaches of transmitting as part of a 
result message, the recorded content of the data addresses selected for monitoring, see column 
12, lines 26-35, where the result message includes all data relating to the data address to be 
monitored. 

As per claim 17, Netzer teaches the code address comprises an address of the application 
program in proximity to a segment of the application program that influences the content of the 
data addresses selected for monitoring, this is shown in fact that only code that influences the 
content of the monitored data address is referenced, and any reference to a code would include a 
means for addressing that portion of the application which would be included in the tracing of 
memory accesses, see column 1 1, lines 1-11. 

As per claim 18, Netzer teaches that all memory areas existing in the automation device, 
including registers, can be referenced using the plurality of data addresses, this is shown in 
column 6, lines 13-15 and 38-43, as well as column 9, lines 32-42, where Netzer discloses the 
CPU containing registers, a need to emulate any data flow necessary to recreate a particular state 
of the CPU, and using the memory access trace file to contain all memory accesses that are 
required to fully emulate the system operation, which should include all register memory 
accesses, also see column 23, lines 15-17. 

As per claim 19, Netzer teaches recording the data addresses selected for monitoring 
when the corresponding code address is reached, if a trigger condition is met, where the trigger 
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condition is in indicator of which memory accesses, of the monitored memory locations, need to 
be stored, see column 10, lines 22-44. 

As per claim 22, Netzer teaches that the data addresses selected for monitoring are 
recorded by the automation device, see the buffering of column 12, lines 20-34, and during 
execution of the application program are transmitted to a programming device at predetermined 
events, a predetermined event being a window boundary at which values are saved in a trace file, 
where the programming device can be a separate processor, see column 20, lines 52-55, where 
the state machines responsible for monitoring memory access and storing traces are executed on 
a secondary CPU. 

As per claim 23, Netzer teaches of repeated execution of windows within the application 
program, each window represents a cycle of a cyclically repeating program, and the 
predetermined event is the end of a window cycle, see column 9, line 14 through column 10, line 
53. 

As per claim 27, Netzer teaches recording the data addresses selected for monitoring 
when the corresponding code address is reached, if a trigger condition is met, where the trigger 
condition is in indicator of which memory accesses, of the monitored memory locations, need to 
be stored, see column 10, lines 22-44, 

As per claim 30, Netzer teaches of means for displaying or outputting transmitted and 
recorded data in the form of the memory access trace file, which is output to, see column 12, 
lines 20-34. 
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Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1 1 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Netzer 
in view of Testardi, United States Patent number 6,249,882, filed June 15, 1998. 

As per claim 1 1, Netzer does not teach that instructions required for monitoring can be 
masked in the application program. 

Testardi discloses masking, through use of comments, the test code, which acts to 
monitor for errors, in the application program, see column 5, line 58 through column 6, line, 12. 

It would have been obvious to use the masking technique of Testardi in the testing and 
development system of Netzer. 

This would have been obvious because Netzer teaches of adding instrumentation code to 
the original computer program to allow for through testing and creation of trace files, see column 
3, lines 31-48. Netzer does not provide a course of action to allow for operation of the program 
in a non-testing environment. Testardi teaches of a system that allows for the operation of the 
program to not be impacted by the inclusion of test code when the code is not in use, see column 
6, lines 9-12. It is well known in the art that eventually a software program will be substantially 
free of errors, see column 1, lines 18-21 of Testardi, and no longer need to operate in a test 
environment. It would have been obvious to use the commenting method o Testardi to mask the 
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monitoring code of Netzer and allow for the program code of Netzer to be executed in a system 
without being inhibited by the monitoring code. 

As per claim 25, this claim contains the same additional limitations as claim 1 1, and is 
rejected under the grounds mentioned previously. 

Claims 14, 15, 28, and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Netzer in view of Silva et al., United States Patent number 6,163,805, filed October 7, 1997 

As per claim 14, Netzer discloses a system in which a request message is sent to the 
automation device, as part of a request message the data addresses selected for monitoring and 
the corresponding code address, this is shown in column 12, lines 20-35, where the request 
message is interpreted to be the means used to setup the trace file of Netzer and this setup would 
inherently include the memory address and related code to allow for a repeatable trace file of 
memory accesses. Netzer does not disclose an acknowledgement message and a job number 
from the automation device to a programming device acknowledging receipt of the request. 

Silva discloses an acknowledgement message and a job number from a test requester and 
a test executor, see column 14, lines 14-28. 

It would have been obvious to one skilled in the art at the time the invention was made to 
include the acknowledgement message of Silva in the invention of Netzer. 

This would have been obvious because Netzer teaches of the programming device taking 
the form of a second processor, see column 20, lines 50-57. This programming device is 
responsible for determining which memory addresses should be monitored and communicating 
this information to the processor responsible for executing the test application. The 
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communication of these two processors is not described in detail Silva discloses a means for 
communicating between processing devices in a multi-processor system executing test jobs. The 
programming device, or second processor of Netzer, is the same as the requester of Silva and the 
automation device, or program execution processor of Netzer, includes the functions of the 
dispatcher of Silva. The use of job acknowledgements as described by Silva would obviously 
improve the effectiveness of the communication between the processors of Netzer by providing 
indicators of the status of execution, see Silva column 14, lines 18-20. 

As per claim 15, Netzer fails to teach of sending a release message form a programming 
device to the automation device to end monitoring. 

Silva teaches of a release message that allows the programming device to end testing, see 
column 10, lines 28-35, where a lack of jobs results in the "execute-nothing" message being sent 
to the automation device. 

It would have been obvious to one skilled in the art at the time of the invention include 
the "execute-nothing" message in the environment of Netzer. 

This would have been obvious because Netzer shows a strong desire to minimize setup 
and replay times when executing test programs, see column 6, lines 54-56. The use of the 
"execute-nothing" message discloses by Silva would allow replay to be paused until the 
programming device provides memory address monitoring jobs. It would have been obvious that 
if replay is continued without knowing the desired addresses to monitor, the system would have 
wasted time in clearing out any information collected when a address monitoring job is finally 
provided. It would have been obvious to use the "execute-nothing" command of Silva to release 
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the automation device as taught by Netzer to allow it to be in a ready state for any new replay 
window and address monitoring requirements. 

As per claim 28, this claim contains the same additional limitations as claim 14, and is 
rejected under the grounds mentioned previously. 

As per claim 29, this claim contains the same additional limitations as claim 15, and is 
rejected under the grounds mentioned previously. 

Allowable Subject Matter 
Claims 6, 7, 10, 12, 20, 21, 24, and 26 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua A Lohn, The examiner can normally be reached by 
telephone at (703) 305-3188 until October 15, 2004, at which point the examiner should be 
contacted at telephone number (571) 272-3661 . The examiner is usually in office M-F 8-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Beausoleil can be reached on (703) 305-9713. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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